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I hereby certify that this correspondence is addressed to the Trademark Trial and Appeal
Board, Hon. Commissioner for Trademarks, P.O. Box 1451, Alexandria, Virginia 22313-1451,
and is being deposited via the Electronic System for Trademark Trials and Appeals (ESTTA) on
February 2, 2009 /
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THE LUTHERAN CHURCH-MISSOURI SYNOD

Opposer,
Opposition No. 91187981
V.
App. Ser. No. 77/487,948
HARRY B. MADSEN
Applicant. : Atty. Ref. 46324-80132

Commissioner for Trademarks
P.O. Box 1451
Alexandria, Virginia 22313-1451

OPPOSER’S REQUEST FOR EXTENSION OF TIME TO RESPOND, IF NECESSARY
TO “OWNER’S RESPONSE IN THE ALTERNATIVE”

The Lutheran Church-Missouri Synod (“Opposer™) states as follows:
1. On December 2, 2008, Opposer filed this Opposition.
2. On December 22, 2008, Applicant filed a motion to dismiss requesting that the Notice of
Opposition be stricken, that the proceedings be cancelled, and that the registration be issued.
The Board docketed Applicant’s pro se motion as a motion under Rule 12(b). See Docket Entry

No. 4 “D’S MOTION TO DISMISS - RULE 12(B).”
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3. On January 12, 2009, Opposer filed its opposition to Applicant’s December 22, 2008
motion.

4. On January 21, 2009, the Board suspended these proceedings pending resolution of the
outstanding motion.

5. On January 16, 2009, Applicant served Opposer with a “Notice of Filing” that includes
“Owner’s Response in the Alternative.” A copy of Applicant’s Response in the Alternative is
attached as Exhibit 1."

6. Applicant’s Response in the Alternative includes a “Preliminary Statement,” argument,
and exhibits. Exhibit 1, p. 1.

7. Applicant’s Response in the Alternative includes “Response to Numbered Allegations.”
See id. pp. 4-15.

8. This Opposition is presently stayed pending resolution of Applicant’s motion to dismiss.

Therefore, Opposer believes that no response is required from Opposer at this time.

I As of the date of the filing of the instant response, Applicant’s filing does not appear on the USPTO TTABVUE
system. Exhibit 2. Applicant has indicated that a copy of “Owner’s Response in the Alternative” was sent to the
Board.
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9. Opposer requests an extension of time until 20 days after the Board rules on Applicant’s
motion to dismiss, to respond to Applicant’s Response in the Alternative.
Respectfully submitted,

LLP

THOMPSON COBU
e Y .
By _ : ; Y% !’5 ,v
David B. Jlnkms
Thomas A+Polcyn
One US Bank Plaza
St. Louis, Missouri 63101
(314) 552-6000

E-mail: ipdocket@thompsoncoburn.com

Attorneys for Opposer
The Lutheran Church-Missouri Synod

CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing has been served on Harry
B. Madsen by mailing said copy on February 2, 2009 via First Class Mail, postage prepaid to:

Harry B. Madsen
1850 Surrey Park Lane

Arl‘m@\ Helghts, IL 40005

:,

David B. J 1
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EXHIBIT 1



1-16-09 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMNARK TRIAL AND APPEAL BOARD

The Lutheran Church - Missouri Synod )
)
Opposer )
V. ) Opposition NO. 91187891
)
Harry B. Madsen ) Serial No. 77487848
)
Owner )
NOTICE OF FILING
To  Thomas A. Polcyn
Thompson Colburn LLP
One US Bank Plaza

St. Louis, Missouri 63101

Please take notice that I had this date filed the following instrument, a copy of which is enclosed
for your attention:

OWNER’S RESPONSE IN THE ALTERNATIVE
Consisting of This Notice
One Page Index to Madsen’s Response
Pages 1-15 of the Response
Pages 101 to 131 of the Exhibits
Loose amd Unbound as directed by TR

By placing a copy in the U S Mails, with proper first class postage affixed, addressed to:
UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board
P. O. Box 1451
Alexandria, VA 22313-1451
‘Harry B. Madsen

I, Harry B. Madsen, state under penalties as provided by law pursuant to Section 1-109 of the
Code of Civil Procedure, that a copy of the foregoing was served upon the persons above named
at the addresses shown by depositing copies in a sealed envelope with proper postage affixed, in
the U.S. Mail before 5 p.m. in Arlington Heights, Illinois, or by personal delivery, on the 16th

day of January, 2009, and is so certified on the same said date. ﬁ\

Harry B. Madsen

1850 Surrey Park Lane
Arlington Heights IL 60005
847-368-0500




INDEX TO MADSEN’S RESPONSE BEFORE USPTO Trademark Trial and Appeal Board
Opposition No. 91187891 Serial No. 77487848

Owner Madsen’s Response in the Alternative
Preliminary Statement
The Show
Holy Tuesday Termination
The Precipitator
The Gag Order
Madsen
Trademark Application
Trademark Status
Response to Numbered Aliegations
Y1land §2
A Opposer implies continuous use in error
B Opposer’s claim under common law insufficient
C (1) (2) Opposer’s 1994 trademark application and 1999 lapse
C (3) (4) Opposer’s theory would create commercial chaos
Y3 and 4
Irrelevant due to both common law and statutory abandonment
(D Single act converted admitted goodwill to badwill
)] PR misstep followed by limited archive restoration
§5and §6
3) Implication of present goodwill is erroneous
4) Significant prior goodwill generated over 7000 petitions
— No showing of LCMS intent to be further identified with Issues, Etc.
(1) Neither the press nor the fans are confused
2) Board (CS) resolution to offer mark to Wilken/Schwarz
3) July delivery of Issues, Etc. merchandise to Collinsville
4) Board of Directors resolution to release mark to Wilken/Schwarz
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17 10
) 11-12-08 proposed agreement to implement added impossible conditions 10

(6) December 600 archived shows, 1995 through 2001 and Journals trashed 10

() Abandonment 10
A Phase 1 of 3, common law, abandoned by trademark application 10

B Phase 2 of 3, 1994 statutory, abandoned by 1999 lapse % 10

C Phase 3 of 3, 1999 equitable claim abandoned by act of 3-18-08 11

D Hypothetical Madsen application prior to 3-18-08 with LCMS prevailing 1

2) In addition to LCMS acts of abandonment, thousands agree it was abandonment 12
3) The wrinkle in the universal move to abandon and release is one person 12
{4) Confusion was dealt with. The greatest deceiver is he who will not reveal self. 13
6) Case Law on Abandonment 13
A Hill Lumber Abandonment can arise from a single act or a series 13

B Boatman Intention is first and paramount in determining abandonment 13

C Foulke voluntary relinquishing with intent indicates abandonment 13

98, §9and §10 14
The precipitator has so destroyed goodwill that there is nothing to dilute 14
“Falsely suggests a connection with Opposer” is an oxymoron. We are all LCMS 14
$11,912,and §13 15
EXHIBITS 101 t0 131

By 30 days from Black Tuesday over 7000 from 32 countri¢s, 42 non-Lutheran
denominations and 49 states of the union joined ranks with those of us who want to
and will rescue and return Issues, Efc. as Talk Radio For The Thinking Christian.
By now we have at least ten times that number-—---Talk about being on fire!



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMNARK TRIAL AND APPEAL BOARD

The Lutheran Church - Missouri Synod )
Opposer %
\A ) Opposition NO. 91187891
Harry B. Madsen ; Serial No. 77487848
Owner ;

OWNER MADSEN’S RESPONSE IN THE ALTERNATIVE
Now comes Harry B. Madsen (Madsen), Owner, pro se, having previously filed Madsen’s
Motion to Strike the thrice deficient Notice of Opposition filed by The Lutheran Church - Missouri
Synod (LCMS), Opposer pursuant to the applicable Federal Rule of Civil Procedure 12 (f), does
herewith, pending a ruling on Madsen’s Motion to Strike, file Madsen’s Response in the
Alternative, responding specifically to each of the thirteen LCMS allegations, including argument,
with bold letters (and adjacent exhibit page numbers which begin with 101) throughout to

indicate the words and phrases of the appended exhibits and those “others”, stating as follows:
PRELIMINARY STATEMENT

THOSE “OTHERS” Those “others” whose words are referenced herein from St Louis,
Missouri to Bucharest, Romania (105) vigorously disparaged the March 18, 2008 attempt to
throttle free speech at the expense of thwarting gospel proclamation, even as it is expected those
same “others” will, with even greater vigor when they hear of it, decry this disingenuous redoubled
effort by the filed Opposition to strangle hon;est and respectful commentary for purely political
(109) ends with a cavalier indifference to the impact the sought gag order (120), which will never

be agreed to, would have on the outreach of this talk radio for the thinking Christian (108).

1



THE SHOW ISSUES, ETC. is a trademark, but to hundreds of thousands, perhaps
millions world-wide, ISSUES, ETC. is a Christian radio talk show which by commentary and guests
from 1994 until March 17, 2008, under the auspices of LCMS, addressed matters of theological
substance, politics and contemporary culture (121). While Issues, Etc never criticized the
synod president or his colleagues, its attacks against shallow church marketing included

mention of some approaches embraced by the current leadership. (109).

HOLY TUESDAY TERMINATION Despite the show’s popularity, low cost and loyal
donor base, Rev. Todd Wilken (Wilken) and Jeff Schwarz (Schwarz), the producer of “Issues,
Etc.” were dismissed without explanation on Tuesday of Holy Week. Within hours, the
program’s Web site— which provided access to past episodes and issues of its magazine — had

disappeared. Indeed, all evidence that the show ever existed was removed. (108)

THE PRECIPITATOR The precipitator is the undisclosed natural person within LCMS,
whose decision precipitated both the Holy Tuesday Termination and very likely the filing of the
Opposition. LCMS President Gerald B. Kieschnick (Kieschnick) was :;uick to declare that
the decision “transpired with my awarenéss but neither by my order nor at my direction.”
(123) Strand denied his participation in the decision and refused to say who made the decision. The
fact that the identity of the ptécipitator is shielded by the two men most likely to know, the man who
did the firing and the president of the synod, in itself suggests underhandedness of both intent and
action. One Issues,Etc. fan said of obscurantist LCMS, “Seriously, this has been like waking up
in the hospital after surgery only to find that the wrong limb has been amputated and no one

will admit who the surgeon was.” (110)



THE GAG ORDER Strand continued, with counsel, to be the channel of attempting to
impose a gag-order on threat of withholding severance pay from the two. Wilken and Schwarz
refused to bargain away their freedom of speech.  The muzzling the precipitator failed to achieve
by negotiation is now sought by contract trying to use the USPTO as a pawn in the process. The
precipitator has no interest in perpetuating the goodwill of the ISSUES, ETC. trademark within
LCMS, but does seek to control the mark temporarily so Kieschnick will be in a position of
appearing magnanimously to “give” Wilken and Schwarz the privilege of using ISSUES, ETC. (of
course with z; gag order attached). That violation was described in a June 16, 2008 attorney letter
as use of the trademark in a way that disparages the LCMS or in any way casts LCMS in a
negative light. (120) The same language in August tendered agreement was coupled with the LCMS
right to terminate without notice or recitation of cause (128). Ergo, the precipitator would be the
sole judge of what constituted disparagement while Wilken and Schwarz sat below a sword of

Damocles.

MADSEN  Madsen is a lay member of an LCMS church with a fifteen year personal

.
relationship with the Issues, Etc, program as a listener and supporter. Madsen serves as president
of Lutheran Public Radio, Inc. (LPR), an Illinois non-profit corporation, under the auspices of which

since June 30, 2008 Issues, Etc. is now aired. Each broadcast includes the line, “Issues, Etc,, isa

program of Lutheran Public Radio.”

TRADEMARK APPLICATION  Wilken and Schwarz, as employees of LPR are
appropriately in frequent communication with Madsen as president of their employer. Those

discussions included reference to the trademark. However, Madsen by his independent decision,



without the consent or direction of the board of directors of LPR or Wilken or Schwarz, applied for
the trademark intentionally as a sole proprietor. That Wilken and Schwarz “asked” Madsen to
apply for the trademark in May 2008, and that Madsen made application thereafter, created no
agency or other obligation as misapprehended by LCMS counsel in drafting the words “shall cause
Harry B. Madsen” (128) in the proposed agreement. Nor do Wilken and Schwarz have any

authority over LPR. The chain of authority, by design, runs in the other direction.

TRADEMARK STATUS Madsen as sole proprietor applied for and personally paid all costs
in connection with the ISSUES, ETC. trademark application, seeking no reimbursement from LPR.
As owner, with LPR board approval, Madsen has licensed the use of the trademark to LPR at a
license fee of $9.00 per year, the first installment of which has been paid by an LPR check and
deposited into Madsen’s personal account. Madsen is the owner-licensor. LPR is the licensee.
Wilken and Schwarz, as employees of LPR, are authorized to broadcast under the name of ISSUES,
ETC.

Y.

RESPONSE TO NUMBERED ALLEGATIONS

LCMS § 1. Applicant seeks to register ISSUES, ETC. as a trademark for production and
distribution of radio programs in commerce under Lanham Act Section 1(b), as shown by
publication in the Official Gazette on November 4, 2008.

Response: Admitted.

LCMS §2. Since at least as early as 1992, Opposer has used the mark ISSUES, ETC. as a
trademark in interstate commerce in connection with entertainment services in the nature of aradio
program series. Through such use, Opposer has acquired protectable common law trademark rights
in the ISSUES, ETC., mark,



RESPONSE: Denied for several for several reasons:

A. The allegation implies continuous use of the mark ISSUES, ETC. up to the date of the
Opposer’s filing on December 22, 2008, which is not true. The opposer, through its agents,
precipitously, without prior notice, abandoned its prior use of the ISSUES, ETC. mark on March 18,
2008. The blogosphere erupted (121) reporting the show had been peremptorily yanked from

the air. There was not a trace of the show’s ever having existed. Archives: gone. (111)

B. The Opposer’s calculated oversight that it had in fact sought and received a USPTO registration
of the ISSUES, ETC. trademark in or about October of 1994 and allowed its registration to lapse in
or about October of 1999, attempts to resurrect its common law right, which it knowingly terminated
by its October, 1994 registration under federal statute, which like all statutes abrogates the common

law addressed.

C. Opposer claims no statutory right, and its claim under common law is insufficient because:
(1) There is no allegation laying the groundwork for the possibility of reinstatement of anew

period of common law rights after the Opposer abandoned its statutory rights in 1999.

(2) Even if such a new common law period was established it is irrelevant without proof
satisfying the requirements of Lazar v. Cecella Co., CCN.Y.,, 30 F. Supp.768, 771 which
holds a trademark “is not subject to property rights except in connection with an existing

business.”



(3) A 1994 application for statutory trademark protection by A for trademark T, and
thereafter granted to A for five years, abrogates any common law claim of A to trademark
T. If A allows his rights to lapse in 1999, his only remedy is to reapply for trademark
protection subject to the prior rights of any intervening applicant. A cannot in 1999 tack
a new period onto his prior abandoned common law rights which were indisputably
abrogated by his 1994 application. Nor can A claim to embark on a new common law
period commencing coincidentally with his 1999 lapse. The 1994 application of A does
not abrogate the common law for everyone, but only for A. If B in the year 2000 had
independently and in good faith, coincidentally without knowledge of A’s use or application,
been using trademark T in commerce for an extended period, B would have a valid basis for
a timely objection to the application of C for trademark T citing common law rights. A is
not in the position of B. Asto trademark T, A by his 1994 application, and grant thereunder,

is forever barred resort to common law as to A and trademark T.

(4)  The law stands as stated in (3) foregoing because it has to be the law.  An
interpretation as incorporated in the LCMS reliance on a common la\% right would result in
commercial chaos, not to mention that it would undercut the underlying purpose of the
USPTO regulations involved. In2009 LCMS is now ten years beyond its lapse. To give
credence to the LCMS allegation would create a precedent that would give every holder of
a trademark registration the option to save the trouble and fees connected with reapplication
on a perpetual basis. It would also create a whole new body of law under the heading of

“The Resurrection of Abrogated Rights.”  USPTO regulations are a valuable source of

commercial stability where a registration certificate dispenses with the litigation expense of




































































































































